
I. B.3 Infringement  

3.8 WILLFUL INFRINGEMENT  

[This instruction should be given only if willfulness is in issue.]   

In this case, [patent holder] argues both that [alleged infringer] infringed and, further, that 

[alleged infringer] infringed willfully.  If you have decided that [alleged infringer] has infringed, 

you must go on and address the additional issue of whether or not this infringement was willful.  

Willfulness requires you to determine by clear and convincing evidence that [alleged infringer] 

acted recklessly.  To prove that [alleged infringer] acted recklessly, [patent holder] must prove 

two things by clear and convincing evidence: The first part of the test is objective: the patent 

holder must persuade you that [alleged infringer] acted despite a high likelihood that [alleged 

infringer]’s actions infringed a valid and enforceable patent.  In making this determination, you 

may not consider [alleged infringer]’s state of mind, but you may take into account the normal 

standards of commerce.  Legitimate or credible defenses to infringement, even if not ultimately 

successful, demonstrate a lack of recklessness.  Only if you conclude that the [alleged infringer] 

did not follow normal standards of commerce or that its defenses are unreasonable, do you need 

to consider the second part of the test.  The second part of the test does depend on the state of 

mind of the [alleged infringer].  The patent holder must persuade you that [alleged infringer] 

actually knew or should have known that its actions constituted an unjustifiably high risk of 

infringement of a valid and enforceable patent. 

To do this, you must consider all of the facts, which may include but are not limited to:  

(1) Whether or not [alleged infringer] intentionally copied a product of [patent holder] that is 
covered by the [ ] patent;  
 
(2) Whether or not there is a reasonable basis to believe that [alleged infringer] did not 
infringe or had a reasonable defense to infringement;  
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(3) Whether or not [alleged infringer] made a good-faith effort to avoid infringing the [ ] 
patent, for example, whether [alleged infringer] attempted to design around the [ ] patent; [and] 
 
(4) Whether or not [alleged infringer] tried to cover up its infringement[./; and]  
 
(5) [Give this instruction only if [alleged infringer] relies upon an opinion of counsel as a 
defense to an allegation of willful infringement:  
 
 
[Alleged infringer] argues it did not act recklessly because it relied on a legal opinion that 
advised [alleged infringer] either (1) that the [product] [method] did not infringe the [ ] patent or 
(2) that the [ ] patent was invalid [or unenforceable].  You must evaluate whether the opinion 
was of a quality that reliance on its conclusions was reasonable.]  

Authorities 

35 U.S.C. § 284; In re Seagate Tech., LLC, 497 F.3d 1360 (Fed. Cir. 2007) (standard for finding 

willfulness); Knorr-Bremse v. Dana Corp., 383 F.3d 1337 (Fed. Cir. 2004) (en banc) (opinion of 

counsel defense); Crystal Semiconductor Corp. v. Tritech Microelectronics Int’l, Inc., 246 F.3d 

1336, 1346 (Fed. Cir. 2001) (burden of proof for willfulness); WMS Gaming Inc. v. Int’l Game 

Tech., 184 F.3d 1339, 1354 (Fed. Cir. 1999) (knowledge of the patent necessary to show 

willfulness); Read Corp. v. Portec, Inc., 970 F.2d 816 (Fed. Cir. 1992) (identifying factors that 

may show willfulness); Gustafson, Inc. v. Intersystems Indus. Prods., Inc., 897 F.2d 508, 510 

(Fed. Cir. 1990) (history of Federal Circuit decisions on willfulness). 

Committee Comments:  The National Patent Jury Instructions include whether the alleged 

infringer acted in a manner consistent with the standards of commerce for its industry in the 

subjective part of the test.  (www.nationaljuryinstructions.org.)  Some other pattern jury 

instructions decline to provide a list of nonexhaustive considerations, see, e.g., Seventh Circuit, 

2008 Patent Jury Instructions, at 11.2.14, on the theory that the factors are better left to attorney 

argument or may mislead a jury to believe other factors should not be considered.  

(www.ca7.uscourts.gov/Pattern-Jury-Instr.)  Appropriate factors for the jury’s consideration may 

be tailored to each case, or may be omitted.   

http://www.nationaljuryinstructions.org/
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